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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE  
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD  

 
 
MOBY’S AUTO SPA, INC. 
 
 Opposer, 
 
v. 
 
WHALE WASH, LLC,  
 
Applicant. 

) 
) 
) 
) 
) 
) 
) 
) 
) 

 
 
Mark: WHALE WASH 
 
Serial No.: 77/205,602 
 
Opposition No. 91183140 
 
 
 

 
OPPOSITION TO APPLICANT’S MOTION TO REOPEN DISCOVERY  

 
 Opposer, Moby’s Auto Spa, Inc. (“Moby”), hereby opposes Applicant’s Motion to 

Reopen Discovery (“Motion”).  Applicant bases its Motion on the grounds that Moby’s 

discovery responses raised “new” issues that need investigation and that Applicant can show 

excusable neglect.  Both arguments are facially flawed and arise only from Applicant’s 

misunderstanding of the relevant issues in this case and Applicant’s conscious decision to wait 

until the last day of the discovery period to serve discovery requests.  Accordingly, because 

Applicant can neither raise “new” issues nor demonstrate excusable neglect, its Motion to 

Reopen Discovery should be denied. 

I. Applicant Has Raised No New Relevant Issues Requiring Discovery 

Applicant rests it Motion on the claim that “documents produced in response to the 

parties’ discovery demands” raise eight (8) new issues “bearing directly on the instant suit.”  

Motion, p. 2-3.  That claim is facially incorrect, for a number of reasons.  First, neither party in 

fact produced any documentation.  It is therefore impossible for these issues to have been raised 

by produced documents.  Second, as set forth in more detail below, every one of the eight issues 
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referenced by Whale Wash are either irrelevant or are far from new.  Those issues are addressed 

in seriatim below. 

1. Whether Opposer uses other equipment and materials inclusive of 

manufacturers with any model numbers or product specifications that are unique to their 

trademark. 

RESPONSE:  This issue has absolutely nothing to do with the Opposition and is not 

implicated in any manner by Moby’s discovery responses.  Moby listed no specific 

equipment or materials allegedly unique to Moby’s registered Marks. 

2. Whether Opposer has or intends to seek action against any other companies 

for infringement of use of any of the unique equipment and materials listed previously. 

RESPONSE:  This issue has absolutely nothing to do with the Opposition and is not 

implicated in any manner by Moby’s discovery responses.  Moby listed no specific 

equipment or materials allegedly unique to Moby’s registered Marks.  Moreover, Applicant 

requested documents in its first document requests “relating to any litigation or other 

conflicts concerning the Whale Wash Mark.  See Applicant’s First Request for Production of 

Documents, attached hereto as Exhibit A, p. 4.  This issue is hardly new. 

3. Whether Opposer can provide documentation or evidence (including 

specific dates when the facts were first established) referencing all areas in which their 

trademark is associated with the cleaning and maintenance of oversized vehicles. 

RESPONSE:  This issue was not raised by Moby’s discovery responses.  Applicant did not 

request documents relating to the cleaning and maintenance of oversized vehicles.  See 

Exhibit A.  The documents produced by Moby do not reference the cleaning and maintenance 

of oversized vehicles in any manner.  Accordingly, this is not a newly raised issue, nor is it 
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relevant to the issue of whether Applicant’s registration, on its face, causes the likelihood of 

confusion with Moby’s Marks. 

4. Whether Opposer can provide evidence of when he was first made aware of 

Applicant's mark and how it was brought to Opposer's attention. 

RESPONSE: This issue is far from novel, and has already been resolved.  Moby sent its first 

correspondence to Applicant on September 6, 2007, referencing Applicant’s Whale Wash 

application, and stating that it had recently learned of the registration using its watch service.  

That letter attached the relevant watch notice, making it clear to Applicant exactly when and 

how Moby learned of “Applicant’s mark.”  See Exhibit B. 

5. Whether Opposer can provide a list of all witnesses and/or customers that they are 

aware of and are not party to this litigation, which can testify to having had any degree of 

confusion between the respective trademarks in commercial use. 

RESPONSE: Again, this issue is far from novel.  Applicant’s first document requests sought 

“all documents evidencing actual confusion by any person or business concern involving 

Opposer’s and Applicant’s use of the Whale Wash mark” and “all documents evidencing, 

showing or tending to show, or which might lead to a belief as to the existence of any actual 

confusion between Opposer’s and Applicant’s use of the Whale Wash mark.”  See Exhibit A, 

p. 5.  This “new” issue is merely a close paraphrase of an earlier discovery request.  

Moreover, evidence of actual confusion is not relevant to an opposition based on likelihood 

of confusion between two registered marks.  That issues should be resolved within the 

corners of the applicable registrations and applications. 

6. Whether Opposer can provide an estimate of damages incurred for the 

alleged infringement to date along with any supporting documentation to justify the 

estimate. 
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RESPONSE:  This is wholly irrelevant to an opposition based on likelihood of confusion 

between two registered marks and is almost certainly a fishing expedition seeking to 

ascertain Applicant’s exposure to any federal trademark infringement suit filed by Moby.   

7. Whether Opposer can provide documentation of any future plans, blue prints or 

business forecasts (including dates with supporting documentation when each was established) 

for which it is intends the allegedly infringed upon trademark to be used outside of the state 

county, country in which it is currently being used or in any area closely aligned with Applicant's 

consumer base. 

RESPONSE: This is neither new nor relevant to this proceeding.  First, Applicant’s First Set of 

Interrogatories sought identification of “all geographic areas in which Moby’s has sold and/or 

advertised, or intends to sell and/or advertise its goods and services under the Whale Wash 

mark.”  See Applicant’s First Set of Interrogatories, attached hereto as Exhibit C, p. 4.  Whale 

Wash could very easily have asked for corresponding documentation.  It chose not to do so.  

Moreover, in a proceeding such as this, the Board should presume overlapping geographic areas, 

making such discovery requests irrelevant. 

8. Whether Opposer can provide a list of any parties for which they have licensed 

their trademark, of who have requested to license their trademark and under what terms and 

conditions the license exists. 

RESPONSE: This is neither new nor relevant.  In its first document requests, Applicant 

requested “all documents relating to any person or business concern licensed or authorized to use 

the Whale Wash mark besides Moby’s.”  See Exhibit A, p. 6.  Accordingly, Applicant’s 

statement that this is a “new” issue is facially erroneous. 
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As made clear above, not only are none of these eight issues new and relevant, but 

Applicant’s claims to the contrary are clearly refuted by its own discovery requests, raising 

questions about the good faith nature of Applicant’s Motion. 

II.  Applicant Has Failed to Demonstrate Excusable Neglect 

The irony inherent in Applicant’s Motion is highlighted by the following excerpt from 

the Motion.   

The reason for the delay in this case was not within the reasonable control of 
the movant and the movant has proceeded in good faith.  Applicant was only 
made aware of the need for additional discovery upon receipt of Opposer’s 
responses to its discovery demands.  Had Opposer sent its responses prior to 
the deadline for discovery, Applicant may have had time to draft 
supplemental demands.   

 
Motion, p. 6 (emphasis added).  This statement, frankly, is ridiculous.  Applicant’s discovery 

requests are dated December 1, 2008, the final day of discovery in this matter, and were not 

received by Opposer until after the deadline had passed, via email on December 2nd and via US 

mail on December 10th due to an improper mailing address.  Opposer responded on January 5, 

2009, within the proper response period.  Applicant has absolutely no grounds to blame its 

delays on Opposer. 

 Applicant’s Motion is the product of one thing and one thing only, Applicant’s conscious 

choice not to file discovery requests until the final day of the discovery period.  To quote this 

Board’s own Rules: 

Mere delay in initiating discovery does not constitute good cause for an 
extension of the discovery period. Thus, a party which waits until the waning 
days of the discovery period to serve interrogatories, requests for production 
of documents and things, and/or requests for admission will not be heard to 
complain, when it receives responses thereto after the close of the discovery 
period, that it needs an extension of the discovery period in order to take 
"follow-up" discovery. 
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TBMP § 403.4.  See also American Vitamin Products Inc. v. Dow Brands Inc., 22 USPQ2d 

1313, 1316 n. 4 (TTAB 1992).  Applicant’s efforts to blame its situation on Opposer are simply 

absurd and should be rejected by this Board. 

III.  Conclusion  

Applicant’s Motion is fatally flawed in so many ways that it raises questions of 

Applicant’s good faith in filing it.  Contrary to Applicant’s direct assertion, the Motion cannot be 

based on the review of produced documents, because no documents were produced in discovery.  

Contrary to Applicant’s direct assertion, the “new” issues raised were either raised in Applicant’s 

earlier discovery requests or are wholly irrelevant to a determination that can rest solely on 

Opposer’s registrations and Applicant’s application.  Finally, contrary to Applicant’s direct 

assertion, the only party to blame for Applicant’s situation is Applicant itself, and this Board’s 

own rules directly reject Applicant’s excuses for its tardiness.  Accordingly, Opposer Moby’s 

Auto Spa, Inc. respectfully requests that this Board deny Applicant Whale Wash’s groundless 

Motion to Reopen Discovery. 

Date: February 20th, 2009.  

Respectfully submitted by: 

jkeenan@bernsteinshur.com

/s/ John G. Osborn    
John G. Osborn, Esq. 
James F. Keenan, Jr., Esq. 
Attorneys for Opposer 

 

BERNSTEIN SHUR  
100 Middle Street 
Portland, Maine 04104 
207-774-1200 

  
josborn@bernsteinshur.com  
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CERTIFICATE OF SERVICE  

 
 

I hereby certify that on February 20th, 2009, Objection to Applicant’s Motion to Reopen 
Discovery was served upon counsel for Applicant, Whale Wash, LLC, via e-mail and First Class 
mail at the following address: 
 

Jose Martinez, Jr., Esq. 
Martinez Law 
76 Ninth Avenue, Suite 1110 
New York, New York 10011 
Jose@martinezlawpllc.com  

 

josborn@bernsteinshur.com

/s/ John G. Osborn   
John G. Osborn, Esq. 
Attorney for Opposer 

 

BERNSTEIN SHUR  
100 Middle Street 
PO Box 9729 
Portland, ME 04104-5029 
207-774-1200 
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